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TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING 
REJECTION OVER A PRIOR PATENT 



Docket Number (Optional) 
T8418.NP 



In re Application of: Shih et at. 
Application No.: 09/827,100 
Filed: 4/5/01 

Title: PROTEINS DEPOSITED ONTO SPARINGLY SOLUBLE BIOCOMPATIBLE PARTICLES FOR 

CONTROLLED PROTEIN RELEASE INTO A BIOLOGICAL ENVIRONMENT FROM A POLYMER 
MATRIX / / 

The owner*, MacroMed. Inc. . of 100' percent interest in the instant application 
hereby disclaims, except as provided below, the terminal part of the statutory term of any patent granted on the 
instant application, wjiich would extend beyond the expiration date of the full statutory term defined in 35 
U.S.C, 154 to ISjr and 173, as presently shortened by any terminal disclaimer, of prior Patent No. 

US 6,287.588 / The owner hereby agrees that any patent so granted on the instant application shall be 
enforceable only for and during such period that it and the prior patent are commonly owned. This agreement 
runs with any patent granted on the instant application and is binding upon the grantee, its successors or 
assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on 
the instant application that would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 
154 to 156 and 173 of the prior patent as presently shortened by any terminal disclaimer, in the event that it 
later: expires for failure to pay a maintenance fee, is held unenforceable, is found invalid by a court of 
competent jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321, has all 
claims canceled by a reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of its full statutory term as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1 . Q For submissions on behalf of an organization (e.g., corporation, partnership, university, government agency, etc.), the 
undersigned is empowered to act on behalf of the organization. 

I hereby declare that ail stateme nts made herein of my own knowledge are true and that all statements 
made on information and belief are believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by fine or imprisonment, or both, 
under Section 1 001 of Title 1 8 of the United States Code and that such willful false statements may jeopardize 
the validity of the application or any patent issued thereon. 



2. |2SI The undersigned is an attorney or agent of record.' 
PftTTERS 00000004 200100 09827100 
110,00 DA 

1^1 Terminal disclaimer fee under 37 CFR 1.20(d) is included. 



"Signature S Date 



Signature 
M. Wayne Western 



Typed or printed name 



WARNING; Information on this form may become public. Credit card information should not 
be included on this form. Provide credit card Information and authorization on PTO-203& 

♦Statement under 37 CFR 3.73(b) is requ red if terminal disclaimer is signed by the assignee (owner). 
Form PTQ/SB/96 may be used for makinu this statement. See MFEP § 324, 



Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on 
me amount of time you are required to complete this far r\ should be sent to the Chief information Officer, U.S. Patent and Trademark Office, Washington, DC 
20231- DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND TO; Assistant Commissioner for Patents, Washington, DC 20231 



PAGE * RCVD AT 9/9/2004 12:42:08 PM (Eastern Daylight Time] ' SVR:USPT0-EFXRF^5 * DNIS:2730612 * CSID:566 6673 * DURATION (mm-ss):01-24 



SEP-09-2004 THU 10:41 AM THORPE NORTH WESTERN 



FAX NO. 566 6673 



P. 01 



Q 
Z 
< 

0 



hi 



(0 

o 



thorpe since i ©79 
North & 
Western m> 

THE TfeAM APPROACH TO PREMIER PERFORMANCE ® 



P.O, 8ox 
Sandy, Utah QAOO I 



TELEPHONE 
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Date:: Thursday, September 0£>, S004 
To: The Most Honorable Examiner Dotson 
From: M. Wayne Western/Gary P. Oakeson 



Page t ok 

Facsimile Number; 57 1 
Transmitted By; Emily 



-273-OG I 2 



U.S. Patent application No. 09/827, lOO, Filed 4/5/200 I 

PROTEINS DEPOSfTED ONTO SPARINGLY SOLUBLE BIOCOMPATIBLE PARTICLES FOR 
CONTROLLED PROTEIN RELEASE! INTO A BIOLOGICAL ENVIRONMENT FROM A POLYMER 
MATRIX 

Our Docket No.; JQA l Q.NP 



dear Examiner dotson .- 

Please find transmitted herewith a resubmitted Terminal Disclaimer with the 
correct patent number- the commissioner is authorized to charge the $£00-00 
fee, any additional fee related to this communication, or credit any overpayment to 
Deposit Account no. 20-0 I OO. 
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The: paces THAT FOLLOW hay contain sensitive, privileged or confidential information 
INTf .NDEP SOLELY FOR THE ADDRESSEE NAMED ABOVE, IF YOU RECEIVE THIS MEftSAOE AND 
ARE NOT THE AOENT OR EMPLOYEE OF THE ADDRESSEE;, AND HAVE THEREFORE BCEN SENT OR 
RECEIVED THIS COMMUNICATION IN ERftOR, YOU AR£ ASKeO NOT TO D139EMINAY6 OR COPY ANY 
OF THE ATTACHED AKP ARE TO NOTIFY THE SENDER IMMEDIATELY BY TELEPHONE. PLEASE 
ALSO RETURN THfi ORIGINAL MESSAGE TO THE AENDER BY MAIL. TmaNK YOU. 
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